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PATENT 
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(257/41) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

INYENTOR(S): Knoche et al. 

PATENT NUMBER: 6,782,642 

f 

ISSUE DATE: August 3 1 , 2004 ASSIGNEE: adidas International 

Marketing B.V. 

TITLE: Light Running Shoe 

REQUEST FOR CERTIFICATE OF CORRECTION UNDER 
35 U.S.C. SS 254 and 255 and 37 C.F.R. SS L322 and 1.323 

Certificate of Corrections Branch 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

The Assignee of record of the above-referenced patent, adidas International Marketing B.V., hereby 
requests that a Certificate of Correction be issued for U.S. Patent No. 6,782,642 under 35 U.S.C. §§ 254 
and 255 and 37 C.F.R. §§ L322 and 1 .323. Errors are present in the following sections of the issued 
patent: Assignee Information, Foreign Application Priority Data, Other Publications, and Claims. The 
Assignee believes that these errors warrant issuance of a Certificate of Correction. 

On the cover page, in the Assignee data, "adidas International" should be deleted and replaced with 
-adidas International Marketing B.V.-. A minor typographical error was made on the Assignment 
document and, correspondingly, on the Issue Fee Transmittal. To the knowledge of the Assignee, the 
listed company names "adidas International B.B." and "adidas International" are improper. Copies of the 
Assignment document and the Issue Fee Transmittal are included as Exhibits A and B, with the relevant 
portions highlighted. Accordingly, Assignee respectfully requests correction pursuant to 35 U.S.C. § 255 
and 37 C.F.R. § 1.323. 

On the cover page, in the Foreign Application Priority Data, "100 37 728" should be deleted and 
replaced with -100 37 728.9-. A copy of the Updated Filing Receipt, dated December 18, 2001, is 
attached as Exhibit C. The correct priority document data has been highlighted. Accordingly, Assignee 
respectfully requests correction pursuant to 35 U.S.C. § 254 and 37 C.F.R. § 1.322. 

On the cover page, in the Other Publications section, the word "ASIC®" should be deleted and 
replaced with the word -ASICS®-. Also, on the cover page, in the Other Publications section, the word 
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01 FC:1811 l^^O.OO OP 



Request for Certificate of Correction 
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"show" should be deleted and replaced with the word -shoe-. The first error is due to an Applicant 
mistake, the second is due to a Patent Office mistake. A copy of the initialed Form PTO - 1449 is 
attached as Exhibit D, with the relevant portions highlighted. Accordingly, Assignee respectfully 
requests correction pursuant to 35 U.S.C. §§ 254 and 255 and 37 C.F.R. §§ 1.322 and 1.323. 

In claim 2, at line 1, the word "seond" should be deleted and replaced with the word -second-. A 
copy of the Amendment and Response dated April 4, 2004 is attached as Exhibit E. The correct claim 
language has been highlighted. Accordingly, Assignee respectfiilly requests correction pursuant to 35 
U.S.C. § 254 and 37 C.F.R. § 1.322. 

A computer-generated copy of PTO Form 1050 is enclosed and corrects the errors appearing in the 
above-referenced Letters Patent. 

Assignee believes that the errors detailed above represent Patent Office and Applicant mistakes 
correctable pursuant to 35 U.S.C. §§ 254 and 255 and 37 C.F.R. §§ 1.322 and 1.323. Accordingly, 
Assignee urges the Commissioner to issue a Certificate of Correction for U.S. Patent No. 6,782,642 
reflecting the corrections as they appear on the enclosed PTO Form 1050. 

Assignee has submitted a fee for the instant Request for Certificate of Correction, as certain of the 
errors are due to Applicant mistakes. Please charge any additional fees to deposit account number 20- 
0531. 

The PTO Form 1050 is submitted in duplicate. 

The Patent Office is invited to call the undersigned representative with any questions concerning 
the submission. 



Date: January 12,2005 
Reg. No.: 51,842 




Tel. No.: (617)310-8671 
Fax No.: (6 17) 248-7100 



Attorney for Applicants 

Testa, Hurwitz & Thibeault, LLP 

125 High Street 

Boston, Massachusetts 021 10 
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Attorney Docket No, ADI-075 



ASSIGNMENT 



WHEREAS, We, Berahard Knoche, Klaus Knoerr and Gerald Kuhtz have invented one or more 
improvements in: 



described in an application (or provisional application) for Letters Patent of the United States: 

^ identified by Attorney Docket No. ADI-075, and/or executed by us of even date herewith 
and about to be filed in the United States Patent Office; 

^ Serial No. 09/920,439 filed in the United States Patent Office on August 1, 2001; and 

WHEREAS, adidas International B.B. (hereinafter "ASSIGNEE"), a corporation organized and 
existing under the laws of The Netherlands, and having a usual place of business at Koningin 
Wilhelminaplein 30, 1062 KR, Amsterdam, The Netherlands desires to acquire an interest therein, in 
accordance with agreements duly entered into with us; 

NOW, THEREFORE, to all whom it may concern be it known that for and in consideration of 
said agreements and of other good and valuable consideration, the receipt of which is hereby 
acknowledged, we have sold, assigned and transferred and by these presents do hereby sell, assign and 
transfer unto said ASSIGNEE, its successors, assigns, and legal representatives, our entire right, title and 
interest in and throughout the United States of America, its territories and all foreign countries, in and to 
the inventions described in said application, together with our entire right, title and interest in and to said 
application and such Letters Patent as may issue thereon or claim priority under international convention, 
including but not limited to continuations, divisionals, reissues, and reexaminations of said application or 
such Letters Patent; said inventions, applications and Letters Patent to be held and enjoyed by said 
ASSIGNEE for its own use and behalf and for its successors, assigns and legal representatives, to the full 
end of the term for which said Letters Patent may be granted as fully and entirely as the same would have 
been held by us had this assignment and sale not been made; we hereby convey all of our rights arising 
under or pursuant to any and all international agreements, treaties or laws relating to the protection of 
industrial property by filing any such applications for Letters Patent. We hereby acknowledge that this 
assignment, being of our entire right, title and interest in and to said inventions, carries with it the right in 
ASSIGNEE to apply for and obtain from competent authorities in all countries of the world any and all 
Letters Patent by attorneys and agents of ASSIGNEE'S selection and the right to procure the grant of all 
Letters Patent to ASSIGNEE for its own name as assignee of our entire right, title and interest therein. 

AND, we hereby further agree for ourselves and our executors and administrators to execute 
upon request any other lawful documents and likewise to perform any other lawful acts which may be 
deemed necessary to secure fully the aforesaid invention to said ASSIGNEE, its successors, assigns, and 
legal representatives, but at its or their expense and charges, including: the execution of applications for 
patents in foreign countries; the execution of substitution, reissue, divisional or continuation 
applications; and preliminary or other statements or the giving of testimony in any interference or other 
proceeding in which said inventions or any application or patent directed tfiereto may be involved; and 
we further hereby authorize ASSIGNEE or its attorneys or agents to insert the correct serial number and 
filing date into this assignment, if none is indicated on that date of our execution of this assignment; 
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AND, we do hereby authorize and request the Commissioner of Patents of the United States to 
issue such Letters Patent as shall be granted upon said application or applications based thereon to said 
ASSIGNEE, its successors, assigns, and legal representatives. 

IN TESTIMONY WHEREOF, we have hereunto set our hands and affixed our seals the date set 
forth below. 




Inventor: 

Bemhard Knoche 



ubscribed and sworn to before me, by the above-named Bemhard Knoche this y/^ day of 
'e^.r , 2001. 



Witness 



Inventor: 

Klaus Knoerr 

Subscribed and sworn to before me, by the above-named Klaus Knoerr this day 

of ^,2001. 



Witness 



Inventor: 



Gerald Kuhtz 



Subscribed and sworn to before me, by the above-named Gerald Kuhtz this day of 

,2001. 



Witness 

2150752 
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AND, we do hereby authorize and request the Commissioner of Patents of the United States to 
issue such Letters Patent as shall be granted upon said application or applications based thereon to said 
ASSIGNEE, its successors, assigns, and legal representatives. 

IN TESTIMONY WHEREOF, we have hereunto set our hands and affixed our seals the date set 
forth below. 



Inventor: 



Bemhard Knoche 



Subscribed and sworn to before me, by the above-named Bemhard Knoche this 



day of 



,2001. 



Witness 




14 



Subscribed and sworn to before me, by the above-named 
of ^^^t^Lt*^ ,2001. 




day 



Witnesj 



Inventor: 



Gerald Kuhtz 



Subscribed and sworn to before me, by the above-named Gerald Kuhtz this 



day of 



^200L 



Witness 



2150752 
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AND, we do hereby authorize and request the Commissioner of Patents of the United States to 
issue such Letters Patent as shall be granted upon said application or applications based thereon to said 
ASSIGNEE, its successors, assigns, and legal representatives. 

IN TESTIMONY WHEREOF, we have hereunto set our hands and affixed our seals the date set 
forth below. 



Inventor: 



Bernhard Knoche 



Subscribed and sworn to before me, by the above-named Bernhard Knoche this 
,2001, 



day of 



Witness 



Inventor: 



Klaus Knoerr 



Subscribed and sworn to before me, by the above-named Klaus Knoerr this 
,2001. 



day 



Witness 



Inventor: 





day of 



Witness 
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Complete and send this form, togetheWRh applicable fee(s), to: MflU 



PART B - FEE(S) TRANSMITTAL 

Mail Stop ISsflP'EE 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

o r Em (703) 746-4000 ' " •. 

Blocks 1 through 4 should be completed where 



C©IPY 



rNSTRUCTlONS- This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if rcquir«n. Blodcs 1 thrOL„ t 
anDrooriaic All further correspondence including the Patent, advance orders ami notification of maintenance fees will be mail«l to the current <»"^g<*«'}^5«ggs^^ 
f^Sratcd uni^ roiTOted below or directed othlrwise in Block 1, by (a) specifying a new correspondence address; and/or (b) mdicatmg a separate "FEE ADDRESS" for 
maintenance fee notifications. 



CURRENT CORRESPONDENCE ADDRESS (Noie: Legibly in«A-up with iny coiTcctions or ux Block I) 
021323 7590 05/12/2004 

TESTA, HURWITZ & THIBEAULT, LLP . 
HIGH STREET TOWER 
125 HIGH STREET 
BOSTON, MA 021 10 



Note: A certificate of mailing can only be used for domestic mailmgs of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper^ such as an assignment or formal <bawing, must 
have its own certificate of mailing or transmission. • 

Certificate of Mailing or Transmission 

1 hereby certify that this Fce^ Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to tfie Mail Stop ISSUE FE£ address above, or being facsunile 





(Dqxnitof'i ntme) 


■M^^ — 


(Signature) 


• May 2$; 2004 


1 (D»ie) 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCtlET NO. 



CONnRMATION NO. 



09/920,439 * 08/01/2001 

TITLE OF INVEhmON: LIGHT kUNNING SHOE 



Bemhard Knoche 



ADW75 



4668 



APPLN.TYPE 



SMALL ENTITY 



ISSUE FEE 



PUBUCATION FEE 



TOTAL FEE(S) DUE 



DATE DUE 



nonpro visional 



NO 



$1330 



$300 



$1630 



08/12/2004 



EXAMINER 



ARTUNrr 



CLASS-SUBCLASS 



PATTERSON. MARIE D 



3728 



036-129000 



1 Change of correspondence address or indication of "Fee Address" (37 
CFR l.f63). 

Q Change of correspondence address (or Change of Correspondence 
Address form PTO/SB/122) attached. 

Q "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer. 
Number k required. 



2. For printing on the patent front page, list (1) the 
names of up' to 3 registered patent attorneys or 
agents OR, alternatively, (2) the name of a single 
firm (having as a member a registered attorney or 
agent) and the names of up to 2 registered patent 
attorneys or agents.' If no name is listed, no name 
will be printed. 



1 Testa > Hurwitz & 
Y Thibeault, LLP 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

' NOTE- Unless an assignee is identified below, no assignee data will appear on the patent Inclusion of assignee data is only appropriate when an assigninent has 
viously submitted to the USPTO or is being submitted under separate cover. Completion of this form is NOT a substitute for filing an assignment 

(B) RESIDENCE: (CITY and STATE OR COUNTRY) 



PLEASE 1 
been previously s 
(A) NAME OF ASSIGNEE 

adidas International 



Amsterdam, The Netherlands 

Please check the appropriate assignee category or categories (will not be printed on die patent); □ individual corporation or other private groiip entity Q govermnent 



4a. The following fee(s) are enclosed: 
9$ Issue Fee 
90 Publication Fee 
□ Advance Order - # of Copies 



4b. Payment of Fee(s): 

df A.check in the amount of the fee(s) is enclosed. 

Q Payment by credit card. Form PTO-2038 is attached. 

Q The Director is hereby authorized by charge the required fee(s). or credit any overpayment, to 
Deposit Account Number (enclose an extra copy of this form). 



Director for Patents is requested to apply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identified above. 



ignal 



NOTE; The Isswf Fee and Publication^ ee (if required) will not be accepted^ from anyone 
other Uian the applicant; a registered attorney or agent; or the assignee or other party in 
shown by the records of the United States Patent and Trademark Office. 



interest as f 



This collection of information is required by 37 CFR 1 Jl 1. The infomwDon is required to 
obtain or retain a benefit by the public which U to file (and USPTO to process) an 

application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. Tins coUection is 
estimated to take 12 minutes to complete, including gathering, preparing, and submitting ttie 
completed application form to the USPTO. Time will vary depcndma upon the mdividual 
case. Any comments on the amount of time you require to complete mis Joth and/or 
suRcestions for reducing this burden, should be sent to the Chief Information OfFioer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, Alexandria, Virrinia 
22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, Alexandria, Virginia 223 1 3-1450. 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a 
collection of information unless it displays a valid 0MB control number. 



PTOL-85 (Rev. 1 1/03) Approved for use through 04/30/2004. 



TRANSMIT THIS FORM WITH FEE(S) 

0MB 065 1-0033 U.S. Patem and Trademark Office; U.S. DEPARTM^O" OF COMMERCE 
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United States Rvtent and Trademark Office 



COPY 



Commissioner for Patemts 
United States Patent and Trademark Office 

W^SHiNClON. D.C. 2023I 

www.usptagw 

APPLICATION NUMBER | FILING DATE | GRP ART UNIT | FIL FEE REC'D |aTTY.DOCKET.NO| DRAWINGS | TOT CLAIMS | IND CLAIMsH 

09/920,439 08/01/2001 3728 1242 ADI-075 8 36 4 



CONFIRMATION NO. 4668 
021 323 UPDATED FILING RECEIPT 

BOSTON, MA 02110 

Date Mailed: 12/18/2001 

Receipt is acknowledged of this nonprovisional Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Customer 
Service Center. Please provide a copy of this Filing Receipt with the changes noted thereon. If you 
received a "Notice to File Missing Parts" for this application, please submit any corrections to this Filing 
Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will 
generate another Filing Receipt incorporating the requested corrections (if appropriate). 

Applicant(s) 

Bernhard Knoche, Nuernberg, GERMANY; 

Klaus Knoerr, Langensendelbach, GERMANY; f^Q Doclcetins ^!&C6SSS^f 

Gerald Kuhtz, Nuremberg, GERMANY; ' 

Domestic Priority data as claimed by applicant Administrator Dsto 

Foreign Applications R©vi3V/9d & Approved 

GERMANY DE 10037728.9 08/02/2000 l ..MloiCZ^ 

If Required, Foreign Filing License Granted 09/12/2001 fw-p. .v^^^ 
Projected Publication Date: ^mmQ^2 
Non-Publication Request: No 

Early Publication Request: No ^ fT- f^-VZ-'' • Ft!" 

Title ■ 2 1 2001 

Light running shoe 



Preliminary Class 
036 



Exhibit D 



Express Mail Label Nj 



^87139US 



COPY 



SHEET 1 OF 1 



r \? 2r 1 

FORM PTO - 1449 ^^^^ 

SUPPLEMENTAL INFORMATION 
DISCLOSURE STATEMENT 


ATTORNEY DOCKET NO.: ADI-075 

APPLICANTS: Knochee/o/. 

SERIAL NO.: 09/920.439 

FILING DATE: August 1, 2001 GROUP: 3728 


U.S. PATENT DOCUMENTS 


EXAM. 
INIT. 




DOCUMENT 
NUMBER 


DATE 


NAME 


CLASS 


SUB 
CLASS 


FILING DATE IF 
APPROPRL\TE 


































































































FOREIGN PATENT DOCUMENTS 


EXAM. 
INIT, 




DOCUMENT 
NUMBER 


DATE 


COUNTRY 
CODE 


CLASS 


SUB 
CLASS 


FILING 
DATE 


ABSTRACT 
ONLY 


ENGLISH 

LANG 

(V/N) 


















































































OTHER ART, JOURNAL ARTICLES, ETC. 


EXAM. 
INIT. 


OTHER DOCUMENTS: (Including Author, Title, Date, Relevant Pages, Place of Publication) 




CA 


Photograph of ASIC^ shoe with a thermoplastic urcthane grid affixed with glue to a conventional outsoie in 
a rear foot portion of the shoe 
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AMENDMENT AND RESPONSE 

This paper is submitted in response to the pending non-final Office action. Paper No. 16, 
mailed from the U.S. Patent and Trademark Office on December 18, 2003. 

Applicants respectfully request entry of the following amendments, reconsideration and 
withdrawal of all grounds of rejection, and passage of the claims to allowance. 

Please amend the above-identified application, without prejudice, as follows: 

• Amendments to the Claims are reflected in the Listing of Claims which begins on 
page 2 of this Amendment and Response. 

• Remarks begin on page 5 of this Amendment and Response. 
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AMENDMENTS TO THE CLAIMS 
This Listing of Claims will replace all prior versions, and listings, of claims in the 
application. 
Listin g of Claims: 

1. (Currently amended) A sole for an article of footwear, the sole comprising: 

a first s ole layer having a ground engaging surface; and 

a second layer having a ground engaging surface, the s econd laver comprising a disrate 
continuous mesh having a first side and a second side, the first side layef partially embedded in 
the sate first layer and partially the second side continuously exposed along the ground engaging 
surface of the first layer . 

2. (Currently amended) The sole of claim 1, wherein the second mesh layer comprises a 
contoured surface. 

3. (Currently amended) The sole of claim 1, wherein the second mesh layer comprises a knit 
structure formed from thread. 

4. (Original) The sole of claim 3, wherein the thread comprises a plurality of spun fibers. 

5. (Original) The sole of claim 1, wherein the mesh comprises a material selected fi:om the group 
consisting of metals, polyesters, polyamides, aramids, and combinations thereof. 

6. (Currently amended) The sole of claim 1, wherein at least a portion of the second mesh layer 
extends beyond a bottom surface of the sole first layer. 

7. (Currently amended) The sole of claim 1, wherein the second m esh layer is substantially 
coterminous with a bottom surface of the sole first layer, 

8. (Currently amended) The sole of claim 1 , wherein the sole first layer comprises a profile 
groove defined by a bottom surface of the sole first layer. 

9. (Currently amended) The sole of claim 1, wherein the sole first layer comprises a damping 
material. 
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10. (Original) The sole of claim 9, wherein the damping material comprises a material selected 
from the group consisting of ethylene vinyl acetate, polyurethane, rubber, and combinations 
thereof. 

11. (Currently amended) An article of footwear comprising: 

an upper; 

a sole first layer attached to the upper, the sole firsLlayer having a ground engaging 
surface; and 

a second layer having a ground engaging surface, the second layer comprising a feefete 
continuous mesh having a first side and a second side, the first side layer partially embedded in 
the sola first layer and partially the second side continuously exposed along the ground engaging 
surface of the first layer . 

12. (Currently amended) The article of claim 11, wherein the second mesh layer comprises a 
contoured surface. 

13. (Currently amended) The article of claim 1 1 , wherein the second mesh layer comprises a 
knit structure formed from thread. 

14. (Original) The article of claim 13, wherein the thread comprises a plurality of spun fibers. 

15. (Original) The article of claim 11, wherein the mesh comprises a material selected from the 
group consisting of metals, polyesters, polyamides, aramids, and combinations thereof. 

16. (Currently amended) The article of claim 11, wherein at least a portion of the second mesh 
layer extends beyond a bottom surface of the sole first layer. 

17. (Currently amended) The article of claim 11, wherein the second i nesh layer is substantially 
coterminous with a bottom surface of the sole first layer. 

18. (Currently amended) The article of claim 11, wherein the sole first layer comprises a profile 
groove defined by a bottom surface of the sole first layer. 

19. (Currently amended) The article of claim 11, wherein the sole first layer comprises a 
damping material. 
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20. (Original) The article of claim 19, wherein the damping material comprises a material 
selected from the group consisting of ethylene vinyl acetate, polyurethane, rubber, and 
combinations thereof. 

21. -36. (Cancelled) 

37. (Currently amended) The sole of claim 1, wherein the second m esh layer extends along 
substantially an entire length of a bottom surface of the sole first layer. 

38. (Currently amended) The article of claim 11, wherein the second m esh layer extends along 
substantially an entire length of a bottom surface of the sole first layer. 

39. (Currently amended) The sole of claim 1, wherein the second mesh layer extends along a 
front surface of the sole first layer. 

40. (Currently amended) The sole of claim 1 , wherein the second mesh layer extends along a 
side surface of the sele first layer. 

41. (Currently amended) The article of claim 11, wherein the second mesh layer extends along a 
front surface of the sole first layer. 

42. (Currently amended) The article of claim 1 1, wherein the second mesh layer extends along a 
side surface of the sale first layer. 

43. (New) The sole of claim 1, wherein the continuous mesh is substantially planar. 

44. (New) The article of claim 11, wherein the continuous mesh is substantially planar. 
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REMARKS 

Before entry of this Amendment and Response, the status of the application according to 
the pending Office action is as follows: 

• Claims 1-2, 6-7, 9-12, 16-17, and 37-42 are rejected under 35 U.S.C. § 102(b) as being 
unpatentable over U.S. Patent No. 2,333,303 to Enos ("Enos"). 

• Claims 3-4 and 13-14 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Enos. 

• Claims 1-2, 5, 7-12, 15, 17-20, and 37-42 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 5,237,758 to Zachman ("Zachman") in viev^ of U.S. 
Patent No. 2,557,946 to Crooker ("Crooker"). 

Applicants appreciate the Examiner's courtesy in granting Applicants' representatives the 
personal interview held on March 30, 2004. The amendments and remarks set forth herein are 
consistent with those discussed during the interview. In view of that interview. Applicants 
hereby amend claims 1 and 1 1 to more clearly describe the subject matter that Applicants regard 
as the invention. No new matter is added thereby. Applicants hereby amend claims 2, 3, 6-9, 12, 
13, 16-19, and 37-42 to incorporate claim language used in amended independent claims 1 and 
1 1 . No new matter is entered thereby. Support for the amendments can be found at least in 
paragraphs [0014], [0015], [0023], and FIGS. IC, 2B, and 3B. 

Applicants hereby present new claims 43 and 44 for consideration. No new matter has 
been entered thereby. Support for these claims can be foxind at least in FIGS. 7 and 8. 
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1. Claims 1-2, 6-7, 9-12, 16-17, and 37-42 are rejected under 35 U.S.C. § 102(b) as being 
unpatentable over Enos. Applicants respectfully traverse this rejection as applied to the claims, 
as amended. 

Enos appears to describe a sole that is produced by partially impregnating a fabric, which 
may be a woven fibrous structure, with a rubber or equivalent composition. The portion 14 of 
the fabric not impregnated "impart[s] the desired anti-slipping characteristics to the sole while 
the impregnation with rubber and the like affords the desired protection against moisture." Enos, 
pg. 2, col. 1, 11. 45-49. The total amount of impregnation of rubber or equivalent composition 
may "vary between the limits of 10% to 90%." Enos, pg. 2, col. 1, 11. 8-9. The amount of 
"impregnation [is] controlled so as to leave a substantial portion of the nap or pile in its original 
unimpregnated condition." Enos, pg. 2, col. 1 , 11. 16-1 8. In other words, Enos appears to 
describe a fabric layer that is not completely impregnated with rubber or like compositions. As a 
result of that incomplete impregnation, only the unimpregnated portion 14 of fabric layer is 
exposed to the ground. Indeed, such an arrangement is shown in Enos, FIG. 3. 

In contrast. Applicants claim, in amended claim 1, "a first layer having a groimd engaging 
surface; and a second layer having a groimd engaging surface, the second layer comprising a 
contmuous mesh having a first side and a second side, the first side embedded in the first layer 
and the second side continuously exposed along the ground engaging surface of the fu^t layer." 
Similar language is recited in Applicants' amended claim 11. 

Applicants respectfully submit that Enos fails to anticipate Applicants' amended claims 1 
and 1 1, because Enos fails to describe, at least, "a first layer having a ground engaging surface; 
and a second layer having a grovmd engaging surface." As described above, Enos expressly 



Page 6 of 12 



Amendment and Response 
Serial No, 09/920 J 39 

states that the total impregnation with rubber or like compositions is, at most, 90% of the fiber 
thickness. Accordingly, the non-impregnated surface portion 14 is the only portion of the 
foundation 10 that contacts the ground. Indeed, according to Enos, the unimpregnated fabric 
layer 14, "impart[s] the desired anti-slipping characteristics to the sole." Enos, pg. 2, col. 1, 11. 
45-47. Thus, the rubber impregnated surface portion 12 of Enos could not "hav[e] a ground 
engaging surface." Enos, therefore, has solely a single layer with a ground engaging surface and 
not first and second ground engaging surface layers, as claimed. 

Accordingly, Applicants respectfully submit that amended independent claims 1 and 1 1 
are patentable over Enos under 35 U.S.C. § 102(b). Because claims 2, 6-7, 9-10, 12, 16-17, and 
37-44 depend, either directly or indirectly, from amended claims 1 or 1 1, Applicants respectfully 
submit that those claims are patentable as well. Therefore, Applicants respectfully request 
reconsideration and withdrawal of the rejection of claims 1-2, 6-7, 9-12, 16-17, and 37-42 under 
35 U.S.C. § 102(b), and allowance of claims 43 and 44. 

2. Claims 3-4 and 13-14 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Enos. Applicants respectfully traverse this rejection as applied to the claims, as amended. 

As indicated above, Enos fails to anticipate every element of amended claims 1 and 11, 
from which claims 3-4 and 13-14 depend, respectively. Specifically, at a minimum, Enos does 
not describe "a first layer having a ground engaging surface; and a second layer having a ground 
engaging surface." Enos' failure to describe the claimed structure is not overcome by what was 
known in the art at the time of Applicants' invention regarding materials of construction. Thus, 
Applicants respectfully request reconsideration and withdrawal of the rejection of claims 3-4, and 
13-14 under 35 U.S.C. § 103(a). 
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3. Claims 1-2, 5, 7-12, 15, 17-20, and 37-42 are rejected under 35 U.S.C. § 103(a) as being 
iinpatentable over Zachman in view of Crooker. Applicants respectfully traverse this rejection as 
applied to the claims, as amended. 

Briefly, Zachman appears to describe a safety shoe sole construction 10. Zachman, col. 3, 
11. 23-27. The safety shoe sole construction 10 includes a flexible shoe sole 12 and a shoe upper 
1 1 that is mounted on the shoe sole 12 and that extends upwardly therefrom. Zachman, col. 3, 11. 
28-3 1 . At least one metallic fabric mesh web 1 5 is folly embedded between the top and bottom 
surfaces and the outer periphery 14 of the shoe sole 12. Zachman, col. 3, 11. 34-37. The metallic 
fabric mesh web 15 purportedly prevents inadvertent and accidental piercing of the shoe sole 12 
by various foreign objects, such as nails, spikes, and the like. Zachman, col. 3, 11. 38-40. 

Crooker appears to describe a non-skid rubber sole construction. The sole 10 includes, on 
its outer surface, transverse ribs 12 spaced apart by transverse grooves 13. Crooker, col. 2, 11. 18- 
21 . Each rib 12 has a rounded outer surface contour 14, and extending longitudinally within each 
is a helical coil 15. Crooker, col. 2, 11. 22-25. The coil 15 is positioned within the rib 12 so that 
a side portion of the coil 15 is substantially flush with the outer rounded surface 14 of the rib 12. 
Crooker, col. 2, 11. 28-31. Purportedly, when a shoe employing such a sole 10 is donned, over 
time the outer portions 14 of the ribs 12 wear away. Crooker, col. 2, 11. 44-46. This wear 
exposes the outer portions of the coils 15 and thereby provides a plurality of road gripping 
elements exposed along the wearing surfaces of the ribs 12. Crooker, col. 2, 11. 47-50. With 
continued use, exposed portions of the coils ultimately wear to expose four wire ends in place of 
each of the worn away elements. Crooker, col. 2, 1. 51 - col. 3, 1. 1. 
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As an initial matter. Applicants respectfully assert that the proposed combination of 
Crooker with Zachman would render Zachman unsatisfactory for its intended purpose. As 
described above, Zachman describes a safety shoe comprising at least one metallic fabric mesh 
web 15. This web construction is designed to "prevent[] inadvertent and accidental piercing of 
the shoe sole by . . . nails, spikes, and the like." Zachman, col. 3, 11. 37-38. Thus, it appears that 
integrity of the mesh is critical to prevent any accidental piercing of the sole. In contrast, 
Crooker describes a sole embedded with wire coils to provide grip to the wearer while walking 
on icy or other slippery surfaces. The sole of Crooker is specifically designed to wear quickly, 
thus exposing the wire coils embedded within. Crooker, col. 2, 11. 47-50. Over time, the wires 
themselves wear away to leave end pieces that provide a better grip on slippery surfaces. 
Crooker, col. 2, 1. 5 1 - col. 3,1.1. In other words, the coils of Crooker are specifically designed 
to break down during use. Such a coil design employed in the Zachman reference would render 
the protective qualities of Zachman ineffective by deliberately compromising the integrity of the 
protective mesh layer. Such a compromise would render Zachman unfit for its intended purpose, 
and thus, the combination is an improper one, as there is no motivation to combine the two 
references. See In re Gordon , 221 U.S.P.Q. 1125 (Fed. Cir. 1984). 

Moreover, even if the Zachman and Crooker references were combinable, the proposed 
combination still fails to render obvious Applicants' amended claims 1 and 1 1 . As described 
above, Zachman appears to disclose a metallic fabric mesh web 15 that is fully embedded 
between the top and bottom surfaces and the outer periphery 14 of the shoe sole 12. Zachman, 
col. 3, 11. 34-37. Similarly, Crooker appears to disclose a coil 15 positioned within a rib 12 of a 
sole so that a side portion of the coil 15 is substantially flush with the outer roimded surface 14 of 
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the rib 12. Crocker, col. 2, 11 28-31. According to Crooker, over time, the outer portions 14 of 
the ribs 12 wear away, only then exposing the coils 15 and thereby providing a plurality of road 
gripping elements exposed along the wearing surfaces of the ribs 12. Crooker, col. 2, 11. 44-50. 

In contrast, Applicants amended claims 1 and 1 1 recite "a second layer having a ground 
engaging surface, the second layer comprising a continuous mesh having a first side and a second 
side, the first side embedded in the first layer and the second side continuously exposed along the 
ground engaging surface of the first layer." Applicants respectfully assert that the combination of 
Zachman and Crooker fails to suggest, at least, "a second layer having a ground engaging 
surface, the second layer comprising a continuous mesh having a first side and a second side, 
the first side embedded in the first layer and the second side continuously exposed along the 
ground engaging surface of the first layer." 

As described, Zachman appears to disclose metal coils embedded in a shoe sole. As such, 
the coils are not exposed at all . Therefore, the coils of Zachman clearly lack a second side 
having a continuously exposed ground engaging surface. Crooker, on the other hand, appears to 
describe a shoe including a number of discrete, individual helical coils, one coil per rib, which 
are not joined or otherwise connected to each other. Therefore, the helical coils of Crooker 
should not be considered to be the claimed "continuous mesh." Moreover, even if the discrete 
helical coils of Crooker were considered to be a "continuous mesh," which they are not, a second 
side of the helical coils are not "continuously exposed along the ground engaging surface of the 
first layer." As the sole of Crooker breaks down, only discrete, spaced apart points of the helical 
coils of Crooker are exposed, not a second side of the mesh. See Crooker, FIG. 3. With 
prolonged wear, the coils themselves break down, thus exposing the worn tips of the metal coils. 
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There is not a spatially connected, continuous mesh layer, having a second exposed ground 
engaging surface. Thus, the coils of Crocker lack a ''second side continuously exposed along the 
ground engaging surface of the first layer;" rather, only discrete , spaced apart points of the coils 
are exposed. 

Accordingly, Applicants respectfully submit that the combination of Zachman and 
Crocker fails to render obvious Applicants' amended claims 1 and 11. Because claims 2, 5, 7- 
10, 12, 15, 17-20, and 37-44 depend, either directly or indirectly, from claims 1 or 1 1, Applicants 
respectfully assert that those claims are patentable as well. Therefore, Applicants respectfully 
request reconsideration and withdrawal of the rejection of claims 1-2, 5, 7-12, 15, 17-20, and 37- 
42 under 35 U.S.C. § 103(a), and the allowance of new claims 43 and 44. 
4. New claims 43 and 44 are drawn to a substantially planar continuous mesh, as readily 
apparent from FIGS. 7 and 8, where a mesh with a first side and a second side is shown placed in 
an injection mold. 
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CONCLUSION 

In view of the foregoing, Applicants respectfully request reconsideration and withdrawal 
of all grounds of rejection of claims 1-20 and 37-42, and allowance of claims 1-20 and 37-44 in 
due course. The Examiner is invited to contact Applicants' undersigned representative by 
telephone at the number listed below to discuss any outstanding issues. 

Respectfully submitted, 

Date: .2004 
Reg. No. 5 1,842 
Tel. No. (617)310-8671 
Fax No. (617) 790-0100 

3027334 1 




Andrew L. Jagenow 
Attorney for the Applicants 
Testa, Hurwitz & Thibeault, LLP 
125 High Street 
Boston, MA 02110 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 



PATENT NO. : 6,782,642 I^^Q-- 
DATED : August 3 1 , 2004 

INVENTOR(S) : Knoche et al. 

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby corrected as 
shown below: 

On the cover page, in the Assignee data, "adidas International" should be deleted and 
replaced with -adidas International Marketing B.V.-. 

On the cover page, in the Foreign Application Priority Data, "100 37 728" should be deleted 
and replaced with -100 37 728.9--. 

On the cover page, in the Other Publications section, the word "ASIC®" should be deleted 
and replaced with the word —ASICS®—. 

On the cover page, in the Other Publications section, the word "show" should be deleted and 
replaced with the word -shoe-. 

In claim 2, at line 1, the word "seond" should be deleted and replaced with the word 
-second-. 
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Testa, Hurwitz & Thibeault, LLP 
125 High Street 
Boston, MA 02110 
(617) 248-7000 
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6,782,642 62- 
August 31, 2004 
Knoche et al. 



It is certified that error appears in the above-identified patent and that said Letters Patent is hereby corrected as 
shown below: 

On the cover page, in the Assignee data, "adidas International" should be deleted and 
replaced with -adidas International Marketing B.V.--. 

On the cover page, in the Foreign Application Priority Data, "100 37 728" should be deleted 
and replaced with --100 37 728.9-. 

On the cover page, in the Other Publications section, the word "ASIC®" should be deleted 
and replaced with the word -ASICS®-. 

On the cover page, in the Other Publications section, the word "show" should be deleted and 
replaced with the word —shoe—. 

In claim 2, at line 1, the word "seond" should be deleted and replaced with the word 
—second—. 
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